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TO: Mail Stop 8 


REPORT ON THE 


Director of the U.S. Patent & Trademark Office 


FILING OR DETERMINATION OF AN 


P.O. Box 1450 


ACTION REGARDING A PATENT OR 


Alexandria, VA 22313-1450 


TRADEMARK 



In Compliance with 35 § 290 and/or 15 U.S.C. § 1 1 16 you are hereby advised that a court action has been 
filed in the U.S. District Court Northern District of California on the following X Patents Or □ Trademarks: 



DOCKET NO. 

CV 11-06591 PSG 


DATE FILED 

12/21/2011 


U.S. DISTRICT COURT 

280 South First Street, Rm 21 12, San Jose, CA 951 13 


PLAINTIFF 

NETFLIX INC. 


DEFENDANT 

ROVI CORP. 


PATENT OR 
TRADEMARK NO. 


DATE OF PATENT 
OR TRADEMARK 


HOLDER OF PATENT OR TRADEMARK 






SEE ATTACHED COMPLAINT 




















5^ 163, 9^ 







In the above — entitled case, the following patent(s) have been included: 



DATE INCLUDED 


INCLUDED BY 

□ Amendment □ Answer □ Cross Bill □ Other Pleading 


PATENT OR 
TRADEMARK NO. 


DATE OF PATENT 
OR TRADEMARK 


HOLDER OF PATENT OR TRADEMARK 


1 






2 






3 






4 






5 







In the above — entitled case, the following decision has been rendered or judgement issued: 
DECISION/JUDGEMENT 





CLERK 

Richard W. Wieking 


(BY) DEPUTY CLERK 

Betty Walton 


DATE 

December 27, 2011 



Copy 1 — Upon initiation of action, mail this copy to Commissioner Copy 3 — Upon termination of action, mail this copy to Commissioner 
Copy 2 — Upon filing document adding patent(s), mail this copy to Commissioner Copy 4 — Case file copy 
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valid claim of the '016 patent. 

43. Netfiix is informed and believes, based upon Defendant Rovi Corporation's prior 
threats of patent infringement, on its own behalf and on behalf of its subsidiaries including (but 
not limited to) Defendants Rovi Guides, Inc., Rovi Technologies, Corp., and United Video 
Properties, Inc., targeting Netflix's video-streaming services, its coercive licensing practices, and 
its allegations in its numerous lawsuits involving its patent portfolio, that the Defendants contend 
that Netflix's making, using, offering to sell, or selling video-streaming services infringe one or 
more claims of the '016 patent. 

44. Accordingly, an actual and justiciable controversy has arisen and exists between 
Netfiix and Rovi relating to the non-infringement of the '016 patent. Netfiix seeks a judicial 
determination and declaration of the respective rights and duties of the parties herein. Such a 
determination and declaration is necessary and appropriate at this time to enable the parties to 
ascertain their respective rights and duties. 

FOURTH CLAIM FOR RELIEF 
(Declaratory Judgment of Invalidity of United States Patent No. 6,305,016) 

45. Netfiix is informed and believes that the claims of the '016 patent are invalid. In 
/iew of the prior art, Defendant Rovi Corporation's assertions of what is claimed in the '016 
patent, statements made by applicants in the course of prosecuting the '016 patent, and basic 
ieficiencies in the '016 patent, Netfiix believes and thereon alleges that the '016 patent and its 
;laims fail to satisfy one or more of the conditions and requirements for patentability set forth in 
ritle 35, Part II, of the United States Code, including but not limited to 35 U.S.C. §§ 101, 102, 
[03, and 1 12, and the rules, regulations, and law pertaining. Specifically, without limitation, the 
016 patent is invalid under Sections 102 and/ or 103 as disclosed by or obvious in view of the 
)rior art; the '016 patent as presented by the Defendants is invalid under Section 1 12 because its 
:laims lack adequate support in the written description, are not adequately enabled by the 
lisclosure of th e '016 patent , an d are indefin ite in that a person of skill in the art would not 
inderstand the scope of what is claimed. 



46. Netfiix is informed and believes, based upon Defendant Rovi Corporation's prior 

9 



COMPLAINT FOR DECLARATORY RELIEF 



1 


threats of patent infringement, on its own behalf and on behalf of its subsidiaries including (but 




2 


not limited to) Defendants Rovi Guides, Inc., Rovi Technologies, Corp., and United Video 




3 


Properties, Inc., targeting Netflix s video-streaming services, its coercive licensing practices, and 




4 


its allegations in its numerous lawsuits involving its patent portfolio, that the Defendants contend 




5 


that the claims of the '016 patent are valid and enforceable. 




6 


47. Accordingly, an actual and justiciable controversy has arisen and exists between 




7 
8 
9 


Netflix and Rovi relating to the validity of the '016 patent. Netflix seeks a judicial determination 
and declaration of the respective rights and duties of the parties herein. Such a determination 
and declaration is necessary and appropriate at this time to enable the parties to ascertain their 




10 


respective rights and duties. 
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(Declaratory Judgment of Non-Infringement of United States Patent No. 7,045,929) 




13 


48. Netflix incorporates by reference Paragraphs 1 through 33, inclusive, as though 




14 


fully set forth in this Paragraph. 




15 


49. Netflix has never infringed and is not currently infringing — whether directly or 




16 


indirectly, contributorily or by inducement, or literally or under the doctrine of equivalents — any 




17 


valid claim of the ' 929 patent. 




18 


50. Netflix is informed and believes, based upon Defendant Rovi Corporation's prior 




19 


threats of patent infringement, on its own behalf and on behalf of its subsidiaries including (but 




20 


not limited to) Defendants Rovi Guides, Inc., Rovi Technologies, Corp., and United Video 




21 


Properties, Inc., targeting Netflix s video-streaming services, its coercive licensing practices, and 




22 


its allegations in its numerous lawsuits involving its patent portfolio, that the Defendants contend 




23 


that Netflix's making, using, offering to sell, or selling video-streaming services infringe one or 




24 


more claims of the '929 patent. 




25 


5 1 . Accordingly, an actual and justiciable controversy has arisen and exists between 




26 


Netflix and Rovi relating to the non-infringement of the '929 patent. Netflix seeks a judicial 




27 


determination and declaration of the respective rights and duties of the parties herein. Such a 




28 


determination and declaration is necessary and appropriate at this time to enable the parties to 
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ascertain their respective rights and duties. 

SIXTH CLAIM FOR RELIEF 
(Declaratory Judgment of Invalidity of United States Patent No. 7,045,929) 

52. Netflix is informed and believes that the claims of the '929 patent are invalid. In 
view of the prior art, Defendant Rovi Corporation's assertions of what is claimed in the '929 
patent, statements made by applicants in the course of prosecuting the '929 patent, and basic 
deficiencies in the '929 patent, Netflix believes and thereon alleges that the '929 patent and its 
;laims fail to satisfy one or more of the conditions and requirements for patentability set forth in 
ritle 35, Part II, of the United States Code, including but not limited to 35 U.S.C. §§ 101, 102, 
103, and 1 12, and the rules, regulations, and law pertaining. Specifically, without limitation, the 
929 patent is invalid under Sections 102 and/ or 1 03 as disclosed by or obvious in view of the 
)rior art; the '929 patent as presented by the Defendants is invalid under Section 1 12 because its 
:laims lack adequate support in the written description, are not adequately enabled by the 
lisclosure of the '929 patent, and are indefinite in that a person of skill in the art would not 
mderstand the scope of what is claimed. 

53. Netflix is informed and believes, based upon Defendant Rovi Corporation's prior 
tireats of patent infringement, on its own behalf and on behalf of its subsidiaries including (but 
ot limited to) Defendants Rovi Guides, Inc., Rovi Technologies, Corp., and United Video 
roperties, Inc., targeting Netflix's video-streaming services, its coercive licensing practices, and 
:s allegations in its numerous lawsuits involving its patent portfolio, that the Defendants contend 
lat the claims of the '929 patent are valid and enforceable. 

54. Accordingly, an actual and justiciable controversy has arisen and exists between 
[etflix and Rovi relating to the validity of the '929 patent. Netflix seeks a judicial determination 
ad declaration of the respective rights and duties of the parties herein. Such a determination 

ad declaration is necessary and appropriate at this time to enable the parties to ascertain their 
:spective rights and duties. 
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SEVENTH CLAIM FOR RELIEF 




2 


(Declaratory Judgment of Non-Infringement of United States Patent No. 6,898,762) 




3 


55. Netflix incorporates by reference Paragraphs 1 through 33, inclusive, as though 




4 


fully set forth in this Paragraph. 




5 


56. Netflix has never infringed and is not currently infringing — whether directly or 






indirectly, contributorily or by inducement, or literally or under the doctrine of equivalents — any 




7 


valid claim of the '762 patent. 

57. Netflix is informed and believes, based upon Defendant Rovi Corporation's prior 




9 


threats of patent infringement, on its own behalf and on behalf of its subsidiaries including (but 




10 


not limited to) Defendants Rovi Guides, Inc., Rovi Technologies, Corp., and United Video 




H 


Properties, Inc., targeting Netflix's video-streaming services, its coercive licensing practices, and 




12 


its allegations in its numerous lawsuits involving its patent portfolio, that the Defendants contend 




13 


that Netflix's making, using, offering to sell, or selling video-streaming services infringe one or 






more claims of the '762 patent. 




15 


58. Accordingly, an actual and justiciable controversy has arisen and exists between 




16 


Netflix and Rovi relating to the non-infringement of the '762 patent. Netflix seeks a judicial 




17 


determination and declaration of the respective rights and duties of the parties herein. Such a 




18 


determination and declaration is necessary and appropriate at this time to enable the parties to 




19 


ascertain their respective rights and duties. 






EIGHTH CLAIM FOR RELIEF 




21 


(Declaratory Judgment of Invalidity of United States Patent No. 6,898,762) 




22 


59. Netflix is informed and believes that the claims of the '762 patent are invalid. In 




23 


view of the prior art, Defendant Rovi Corporation's assertions of what is claimed in the '762 




24 


patent, statements made by applicants in the course of prosecuting the '762 patent, and basic 




25 


deficiencies in the '762 patent, Netflix believes and thereon alleges that the '762 patent and its 




26 


claims fail to satisfy one or more of the conditions and requirements for patentability set forth in 




27 


Title 35, Part II, of the United States Code, including but not limited to 35 U.S.C. §§ 101, 102, 




28 


103, and 112, and the rule^,l:egulations, and law pertaining: SpecTfically^wimout ^^limitafionrthe 
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'762 patent is invalid under Sections 102 and/ or 103 as disclosed by or obvious in view of the 
prior art; the '762 patent as presented by the Defendants is invalid under Section 1 12 because its 
claims lack adequate support in the written description, are not adequately enabled by the 
disclosure of the '762 patent, and are indefinite in that a person of skill in the art would not 
understand the scope of what is claimed. 

60. Netfiix is informed and believes, based upon Defendant Rovi Corporation's prior 
threats of patent infringement, on its own behalf and on behalf of its subsidiaries including (but 
lot limited to) Defendants Rovi Guides, Inc., Rovi Technologies, Corp., and United Video 
Properties, Inc., targeting Netflix's video-streaming services, its coercive licensing practices, and 
ts allegations in its numerous lawsuits involving its patent portfolio, that the Defendants contend 
hat the claims of the '762 patent are valid and enforceable. 

6 1 . Accordingly, an actual and justiciable controversy has arisen and exists between 
sfetflix and Rovi relating to the validity of the '762 patent. Netfiix seeks a judicial determination 
ind declaration of the respective rights and duties of the parties herein. Such a determination 
ind declaration is necessary and appropriate at this time to enable the parties to ascertain their 
espective rights and duties. 

NINTH CLAIM FOR RELIEF 
(Declaratory Judgment of Non-Infringement of United States Patent No. 7,103,906) 

62. Netfiix incorporates by reference Paragraphs 1 through 33, inclusive, as though 
ally set forth in this Paragraph. 

63. Netfiix has never infringed and is not currently infringing — whether directly or 
idirectly, contributorily or by inducement, or literally or under the doctrine of equivalents— any 
alid claim of the '906 patent. 

64. Netfiix is informed and believes, based upon Defendant Rovi Corporation's prior 
ireats of patent infringement, on its own behalf and on behalf of its subsidiaries including (but 
ot limited to) Defendants Rovi Guides, Inc., Rovi Technologies, Corp., and United Video 



roperties, Inc., targeting Netflix's video-streaming services, its coercive licensing practices, and 
s allegations in itsTiumerous lawsuits involving its patent portfolio, that the Defendants contend 
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that Netflix's making, using, offering to sell, or selling video-streaming services infringe one or 
more claims of the '906 patent. 

65. Accordingly, an actual and justiciable controversy has arisen and exists between 
Netflix and Rovi relating to the non-infringement of the '906 patent. Netflix seeks a judicial 
determination and declaration of the respective rights and duties of the parties herein. Such a 
determination and declaration is necessary and appropriate at this time to enable the parties to 
iscertain their respective rights and duties. 

TENTH CLAIM FOR RELIEF 
(Declaratory Judgment of Invalidity of United States Patent No. 7,103,906) 

66. Netflix is informed and believes that the claims of the '906 patent are invalid. In 
'iew of the prior art, Defendant Rovi Corporation' s assertions of what is claimed in the ' 906 
•atent, statements made by applicants in the course of prosecuting the '906 patent, and basic 
leficiencies in the '906 patent, Netflix believes and thereon alleges that the '906 patent and its 
laims fail to satisfy one or more of the conditions and requirements for patentability set forth in 
^itle 35, Part II, of the United States Code, including but not limited to 35 U.S.C. §§ 101, 102, 
03, and 1 12, and the rules, regulations, and law pertaining. Specifically, without limitation, the 
?06 patent is invalid under Sections 102 and/ or 103 as disclosed by or obvious in view of the 
rior art; the '906 patent as presented by the Defendants is invalid under Section 1 12 because its 
laims lack adequate support in the written description, are not adequately enabled by the 
isclosure of the '906 patent, and are indefinite in that a person of skill in the art would not 
tiderstand the scope of what is claimed. 

67. Netflix is informed and believes, based upon Defendant Rovi Corporation's prior 
ireats of patent infringement, on its own behalf and on behalf of its subsidiaries including (but 
3t limited to) Defendants Rovi Guides, Inc., Rovi Technologies, Corp., and United Video 
roperties, Inc., targeting Netflix's video-streaming services, its coercive licensing practices, and 
saUeggtionsin itsjnumexous.^ 

at the claims of the '906 patent are valid and enforceable. 

68. Accordingly, an actual and justiciable controversy has arisen and exists between 
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and declaration is necessarv >\ ti c\ ^nnrrmn'ntp tVnc tim^ +^ onoUia * i, . • • 

u^vicuamjii is iic^cs&cuy anu apprupnaie di mis ume to enaoie trie parties to ascertain their 
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respective rights and duties 




5 


VTT PI? AVPD UYYD DPI 1 17 1? 




6 


WH K K FIPOR P Plaintiff Nptfliv rpmipcto pntnr r\f iii/1rtrvia«+ 4?„, J „ • . .-i 

yviii^xvl,! wxvi^, ridiuiui iNcuiix requests entry oi judgment in its iavor and against the 




7 
8 


Defendants as follows: 

1. A declaration that Netflix has nnt infrinaerl willfiilK/ infrinrTa/4 m/lnnoJ ~+t, „ *~ 

^^^itxA tALiwn uiai i^^LiiiA. iia^ nut iiiiiiiigcu, wiiiiuuy lnxringea, induced otners to 
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infringe, or contributed to the infringement of any valid claim of the ' 1 85 patent' 




10 


J A deelaratinn that all plaimo nf tVi^ ? 1 oc *-,o+^*-»+ 

^ ucuicuauuu uicti an ciaiiiia ui me to j patent are invalid! 
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3. A declaration that Netflix has nnt infWncrpH Ainllfnllw infr^nrmA i 

j * u.wviuiu.mjii mux i>iviiiiA uaa nui inn uigcu, wiiii uny lHrxffigeu, induced others to 
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4 A dpp.laratinn that all plaime nf tV»*=» 'HI A notant .„i : j . 
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5. A declaration that Netflix has nnt infrinaprl will-fiiii^ inf^nrraA ± 
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infringe or contributed tn the infrinapmpnt nf anu i/alirl /--laiTvi r\f 'ooo 
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6. A declaration that all claims of the '929 patent are invalid' 
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7. A declaration that Netflix has nnt infrintTprl wJll-fiilKr inf^^n^A :*a,*~„a j. 
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9. A declaration that Netflix has nnt infrinoprl \xrill-fii1Kr in-fr^nrr^A j „ + i . 
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10. A declaration that all claims of the '906 patent are invalid' 
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11. A declaration that this is an "pvrpntinncil pooa" nn^o- it c c noc j 
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12. Any other and further relief that this Court may deem just and proper. 
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28 
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VIII. JURY DEMAND 

Netflix demands a jury trial for all issues so triable. 
Dated: December 21, 201 1 Respectfully submitted, 

KEKER & VAN NEST LLP 



By: 



( ASH0K RAMANI 
^MICHAEL S. KWUN 

TIA A. SHERRTNGHAM 

STACY S. CHEN 

Attorneys for Plaintiff 

NETFLIX, INC. 



14 



COMPLAINT FOR DECLARATORY RELIEF 



1 

2 
3 
4 
5 
6 
7 
8 
9 
10 
11 
12 
13 
14 
15 
16 
17 
18 
19 
20 
21 
22 
23 
24 
25 
26 
27 
28 



KEKER & VAN NEST LLP 

ASHOK RAMANI - #200020 

aramani@kvn.com 

MICHAEL S. KWUN - #198945 

mkwun@kvn.com 

TIA A. SHERRINGHAM - #258507 

tsherringham@kvn. com 

STACY S. CHEN - #261822 

schen@kvn.com 

633 Battery Street 

San Francisco, CA 941 1 1-1809 

Telephone: (415) 391-5400 

Facsimile: (415)397-7188 

Attorneys for Plaintiff 
NETFLLX, INC. 



ORIGINAL 
PILED 



UNITED STATES DISTRICT COURT 
NORTHERN DISTRICT OF CALIFORNIA 



SffiTFLIX, INC., 



Plaintiff, 



10 VI CORPORATION, 
10 VI TECHNOLOGIES CORPORATION, 
10 VI GUIDES, INC. (f/k/a GEMSTAR-V 
3UIDE INTERNATIONAL), and 
JNITED VIDEO PROPERTIES, INC. 

Defendants. 



COMPLAINT FOR DECLARATORY 
RELIEF 



DEMAND FOR JURY TRIAL 



Plaintiff Netflix, Inc. hereby alleges for its Complaint against Defendants Rovi 
:orporation, Rovi Technologies Corporation, Rovi Guides, Inc. (f/k/a Gemstar-TV Guide 
nternational), and United Video Properties, Inc. (collectively "the Defendants") on personal 
nowledge as to its own activities and on information and belief as to the activities of others, e 
ollows: 
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I. THE PARTIES 

1 . Plaintiff Netflix, Inc. ("Netflix") is incorporated in Delaware with an address at 
100 Winchester Circle, Los Gatos, California, 95032. 

2. Defendant Rovi Corporation is incorporated in Delaware with an address at 2830 
De La Cruz Blvd., Santa Clara, California 95050. 

3. Defendant Rovi Technologies Corporation is incorporated in Delaware with an 
iddress at 2830 De La Cruz Blvd., Santa Clara, California 95050. On information and belief, 
lovi Technologies Corporation is a wholly owned subsidiary of Defendant Rovi Corporation. 

4. Defendant Rovi Guides, Inc. (f/k/a Gemstar-TV Guide International) is 
ncorporated in Delaware with an address at 2830 De La Cruz Blvd., Santa Clara, California 
>5050. On information and belief, Rovi Guides, Inc. is a wholly owned subsidiary of Rovi 
Corporation. 

5. Defendant United Video Properties, Inc. is incorporated in Delaware with an 
ddress at 2830 De La Cruz Blvd., Santa Clara, California 95050. On information and belief, 
Jnited Video Properties is a wholly owned subsidiary of Rovi Guides, Inc. 

II. NATURE OF THE ACTION 

6. This is a declaratory-judgment action seeking a determination that Netflix does 
ot infringe any valid claim of United States Patent Nos. 7, 1 00, 1 85 ("the ' 1 85 patent"), 
,305,016 ("the '016 patent"), 7,945,929 ("the '929 patent"), 6,898,762 ("the '762 patent"), and 
,103,906 ("the '906 patent") (collectively "the Disputed Patents") under 35 U.S.C. § 271, and 
lat the Disputed Patents are invalid under at least 35 U.S.C. §§ 101, 102, 103, and 1 12. 

7. On information and belief, Defendant United Video Properties, Inc. is the owner 

y assignment of the '185 patent, which is entitled "Electronic television program guide schedule 
astern and method" and which issued on August 29, 2006. A true and correct copy of the ' 1 85 
atent is attached as Exhibit A to this Complaint. 

8 . On information and belief, Defendant United Video Properties, Inc. is the owner 



y assignment of the '016 patent, which is entitled "Systems and methods for displaying 
formation with a perceived partial transparency over a television program" and which issued 
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on October 16, 2001. A true and correct copy of the '016 patent is attached as Exhibit B to this 
Complaint. 

9. On information and belief, Defendant United Video Properties, Inc. is the owner 
by assignment of the '929 patent, which is entitled "Program guide system with combination 
category search" and which issued on May 17, 201 1. A true and correct copy of the '929 patent 
is attached as Exhibit C to this Complaint. 

1 0. On information and belief, Defendant United Video Properties, Inc. is the owner 
by assignment of the '762 patent, which is entitled "Client-server electronic program guide" and 
which issued on May 24, 2005. A true and correct copy of the '762 patent is attached as Exhibit 
D to this Complaint. 

11. On information and belief, Defendant Rovi Technologies Corporation is the 
owner by assignment of the '906 patent, which is entitled "User controlled multi-device media- 
on-demand system" and which issued on September 5, 2006. A true and correct copy of the '906 
patent is attached as Exhibit E to this Complaint. 

III. JURISDICTION AND VENUE 

12. This Court has subject-matter jurisdiction over Netflix's claims asserted herein 
Dursuant to 28 U.S.C. §§ 1331 and 1338(a) because those claims arise under the patent laws of 
he United States, 35 U.S.C. § 1, etseq., and under the Federal Declaratory Judgment Act, 28 
J.S.C. §§ 2201 and 2202. As alleged more fully below, there is a substantial controversy of 
sufficient immediacy and reality between Netflix and the Defendants regarding non-infringement 
ind invalidity of the Disputed Patents to warrant the issuance of a declaratory judgment. 

1 3 . This Court has personal jurisdiction over the Defendants. On information and 
>elief, each one of the Defendants maintains its principal place of business in Santa Clara, a city 
vithin this judicial district. Further, on information and belief, each one of the Defendants has 
ontinuous and systematic contacts with the State of California and this judicial district. 

1 4. As alleged more fully b elow, Defendan t Rovi Corporatio n, on behalf of its 



ubsidiaries including (but not limited to) Defendants Rovi Guides, Inc., Rovi Technologies, 
"orp., and United Video Properties, Ih^.7ha 
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threats and accusations for the Disputed Patents at Netflix, which maintains a principal place of 
business in this judicial district. This declaratory-judgment action arises out of Defendant Rovi 
Corporation's threats, accusations, and attempts, on its own behalf and on behalf of its 
subsidiaries including (but not limited to) Defendants Rovi Guides, Inc., Rovi Technologies, 
Corp., and United Video Properties, Inc., to enforce the Disputed Patents against Netflix in this 
judicial district. 

15. Venue is proper in this judicial district pursuant to 28 U.S.C. §§ 1391(b) and (c) 
and 28 U.S.C. § 1400(b). 

IV. INTRADISTRICT ASSIGNMENT 

1 6. Pursuant to Civil Local Rule 3-2(c), this is an Intellectual Property Action to be 
issigned on a district-wide basis. 

V. FACTUAL BACKGROUND 

17. Netflix is the world's leading Internet subscription service for enjoying movies 
ind TV shows. 

18. Netflix is a pioneer in the Internet delivery of movies and TV shows. In 1 999, 
Netflix unveiled its monthly subscription service, through which consumers could select DVDs, 
dace and order them in their queue, and receive them by mail at their location of choice. Paired 
vith Netflix's proprietary personalized-recommendation engine, Netflix's approach presented a 
lovel way to maximize customer convenience and flexibility, solve inventory-management 
hallenges, and eliminate the industry's historical reliance on due dates and late fees. In 2007, 
Jetfiix introduced its streaming service, through which customers could select and watch content 
f their choice on their computing devices instantly. 

1 9. Netflix has invested tens of millions of dollars and thousands of hours of 
Qgineering time in formulating, refining, and perfecting its services. Netflix in 201 1 launched 
s services in Canada, Latin America, and the Caribbean, and looks forward to expanding to the 
ist of the world. 



20. Despite its worldwide reach, Netflix is and always has been a California 
:>mpany. Its corporate headquarters for over a decade have been in Los Gatos, California. 



4 



COMPLAINT FOR DECLARATORY RELIEF 



1 


Todav Netflix emnlovs nparlv 1000 pmnlnvppo in thic inHir-iol Alc+r-i^+ 
1 v - / *- tc v ? i^^hii-a. v/iiipn^a n^aiLy ivuu employees 111 UUS J UulCiai district. 
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21 While Rovi holds itsplf Ollt a? a tpphnnlnrrt/ r-nmnonv fl-io-f rMv^-iri/l^n i'nfa Mn fi T r n 

^-j. . yt nut, ivwvx uuma nacii »jui a& a icuiiiiuiugy conxpdny mat proviaes interactive 
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nrogram Pirides ( TPGs ,5> l rvrodnrtQ anH cpnnVpc nn in-fXt-mQ+iriri n-nA k^k t> 5 r, i 

^iwgiain gumca ^ jx vjs ^ piuuuns cuiu services, on lmormation ana oeiiei Kovi s main business 
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is licensing DatentS that Rovi itself does not nrartirp in rhp marVrtrdnrp Dmn xirlnVK nioimit +^ 

"^^^^ ytitviiw uiui. ivuvi lt^^ix uuta iiul piawu.ec in Luc iiiaijK.cipid.ce. ivovi, wnicn claims to 
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own one of the world's mn^t PYtpnsivp rw*tF*nt r*rvrtfrJir*a 1-iac ^mnlioni^a/i +v»^+ w i ~ . . 

uym "nv, "iv/ wuim a uivjoL cA.icubivc pcucin puruoiioa, nas empnasizeu mat its long-term 
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success depends on its enforcement of its patent rights 
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22. On April 22, 2011, Clay E. Gaetje, Vice President of Intellectual Property 

T,lCeTlSinC* at Rovi Corn wrnt c an nncr»1ir»itpr1 1 r»1 t^»r f r* o i < i ,1 X]-*Tmr*-n XT^+fli^i-'n 1 r~> i 

j^iwtnaiiig cu rv.uvi \^uip., wiulc dii uiisonciiea letter to uavid flyman, JNetnix s General Counsel 
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to discuss a licpnsp to trip F)i<:nntpH Pntpntc \Ar r^Q<=>fi/=. *.v»->lciii-.o/-i "ruir.r.^j „ • <■» 

iu uwvu^D a livwiiat iu me jLvispuicu xaiciiLs. lviT. vjdcyc explained mat [Djaseu on our review of 
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Netflix s user intprfarp wp nplipvp XTptfliv wrinlrl Kpn^fit n li^anra ...Jo. 

j-^^i-xjiia ^ uai/i iineiiaec, wc uciicvc iNciiiiA. wuuici ucneiiL ironi a license under our patent 
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portfolio." The letter enclosed a presentation identifvino- thp '01 f, 'Q9Q '1R<\ cmA 'QO/S „ n (a„t,. 
jt u a jlav/ Awtt^ji waiwiwov/u a. ^ii^oviitaui^ii luwiitiijiiig mc uio, yAy y loj, ano yuo patents. 
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Trie presentation nonrnarpd fpatiirpQ nfTsJptfliY'c c\/cti=»m tr\ mo+t.*-v,ir. ,-»ini*^,^,4 ■ +1 t*\:~ ^ j 

xx±v/ pi t/owi.n.cn.iuii v/t»mjpcu tu icaiuica ui iNciiiiA a system io ine metnods claimed m tne Disputed 
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Patents and innhidpd <inarwhntc nf* XTpt'fliv'c ncpr in+*=»rfo/-»o rm \r<in'/\nn „ v r»/^ 

x oiv/uu, anu misiuu^u anapanuis ui incliiia & uaci miciiace on various piatiorms (£.£. online PC 
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mobile). 
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23 On AllCniSt Q 9011 Mr Oaf-tip Hrrr>tp tr> A/fr Tinman an/1 Al,„„„ .,„,, 

wi1 riuguoL j?, i, jvn . vjacijc wiulc lu ivii . nyiiiaQ and /viyssci riarvey 
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Associate Cieneral Counsel atl\TptfliY tn fnllnw-nn nn 1-iio Arvril om 1 i a «n^ +^ » tt 

i ij^wwAtJu.^ vj^ix^iciji v/utuiow at i^t-LinA, iu luiiuw-up on iiio /\pni z^, zsjy i letter to Jvrr. rdyman 
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Inis time Mr Oaetie enclospd a rpnrp^pntativp r*laim r\\ art fr\r ^or-Vi r\-f+u^ t^i^^-mi+^a r>„+ 

ixjixjiv i*±±. vj u.^ lj ^ v^n\_/i\j.5i_.vx a ltpicacnuiii vc ciaiiii ciictri ior edcn oi me jL/isputed ratents (the 
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four patents identified in Mr Gaetie's lettpr of Anril 79 901 1 qo '7A9 , n 
jr luviinii^u in ivii. vja^y^. ^ lend ui r^pni z.^, ^ui i as wcii as tne /oz patent) as well 
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a supplemental nrpspntation " witli aHrlitinnsil onrppncVvAtc +V»^k XT^+^i^r a>t /~i j.' 
a. ou^pi^iiiv/in.ai piv/atiiiauivjii, wiiii auuiiiuiiai aciccnsnots oi tne iNetiiix system. Jvlr. Gaetje 
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reouested that he and Arvin Patpl hpaH nf thp wnrlHwirlp TT>a Mr*c*r,cir>r, T^^m-o^-. ...:*t- 
j.v^uv^ivu uiul cuiu. j-li viii i uiw, ntcui \j x uic Wunu-Wiuc ir vj licensing program, meet witn 
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Netflix to "discuss thp mattpr and mnvp tTiic icenp frtrwra-rA " >»- ^l«, 7fl i„+ rt « a>t« „ *i i 

in/uiiA iu uiov/u^a uit. mallei anu iiiuvc uiib issue lorwaTd. rour days later, Jvlr. ijaetie emailed 
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Ms. Harvey again and renewed his request for an in-person meeting 
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24 On Allfnist 17 901 1 Pnvi nrnnncpH <x ]irp*rte& fr\ i+o tr^Aa^ m>i^/. n A A * x 

• v -'" ""e" 31 1 'j 1. 1, rvuvi piupuacu a license to its vioeo-guidance patent 
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portfolio providing for a specific per-subscriber monthly fee 
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25 On Sentemhpr 1 901 1 ^lamir Armnlv Cpnini- V,Vo D r „.;j.„( n r t„*„ii ±_ i 

t.->. Kjn otpieinuci i, z,ui i, Demur /\midiy, oenior vice rresident oi Intellectual 
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Property and Licensing at Rovi, and also based in California, wrote to Mr. Hyman and charged 
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Metflix with havino infrinapd T? nvi ' « nntpntc- "Wtii1,=> mir ctmnn ni.ofa.™„ ■ j. r- ■< 

iiiv/uiiA. wiui Having uiiimgcu ivuvi s pdienis. wniie our strong preterence remains to find a 
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can only assume that Netflix has concluded it is not interested in taking the necessary licenses 




2 


from Rovi and need to proceed accordingly. If our assumption is correct, then we would expect 
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Netflix to immediately remove any and all of the infringing features and functionality currently 
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being offered." (emphases added). Mr. Armaly requested that Netflix "immediately remove the 
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features and functionality that have been identified on an exemplary basis as infringing specific 
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Rovi video guidance patents" (emphasis added). Lastly, Mr. Armaly warned that "[Rovi] will 
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ObvioUSlv eXDeCt tO be atmronriatplv PrHTmpnQatpH fnr cm\r infrinnaman+ +T-ir.+ Uoo J j 

" k - ,j v > " yv F' - '^ 1 iu ,jv ' ay^jiyjyLiaisiiy cumpcuaaicu iui any lniringcmeni max nas occurred to 
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26. On Sentember 21 901 1 in-hmwp pmincpl fXr "NL^t-fliv mo+ Po^»<* r ri ,-. .-, * *u o j 

waa ^a, aui a, nuuac ^uuiiaci iui iNcLiux met iace-io-iace witn ivovi 
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personnel to discuss Rovi's patent portfolio. These meetings occurred in Netflix's Los Gatos 




11 


offices. The parties met asain face-to-face in Netfliv's T nc fi^tnc nffirpc r»n rwnkor 1 1 i 

K A mtl cigo-iii iou* laut m i>( vIIaIA o JL/Uo VJalUo OlllCeS On vJCXOber J 1 Z\J 1 1 . 
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27. Following these discussions, Mr. Armaly wrote Mr Hyman on November 5 




13 


201 1, and proposed a non-exclusive license of Rovi's patents. Rovi proposed to license its 




14 


video-guidance patents and patent applications for a specified term for an annual fee In 




15 


addition, Rovi's agreement included a fee for past use on a per-subscriber basis The agreement 




16 


was contingent on Netflix concluding the agreement "within the current quarter " 




17 


28. On November 1 1, 201 1, Mr. Armaly wrote again to Mr. Hyman advising that 




18 


we think it is important to keen makincr rvmorpKj tnwnrH a rIf>r>ioir»n r^r. niUctu^ ^_ „„ + „ 
j "a^v^a i-cAiit iu ivuv^jj mcuviii^ piu^ic^a luwaiu a decision on wnexner or not a 
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commercial resolution will be possible, and if so, to conclude such an agreement within this 




20 


quarter." 




21 


29. In earlv December 201 1 Netflix advised Rnvi that itc tprmo „mro imo(./. an t n ki„ 
_/ j-^^^v^aih^^a ^.wa a, i^niHA auviscu ivuvi LiiaL il& terms were unacceptable. 
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30. On December 8, 201 1, Mr. Armaly wrote to Ms Ware and Mr Hyman 
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Ominouslv declaring that "we have made Rnvi'c nn«itinn r-1<=>ar tVio+ on nnro nmn „* „ i , i 

y © laacai. vv ^ AAd v \s Anaue ivuvi o puMuuii clear max an agreement neeos to be 
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concluded Within the current onarter nr pIsp we> will hmio tn nnvotm ntUs,*. ^,»,*,"^„.„" /„™_u_ • 
vvuviuvjvu laaaaa ^llaa^aal v^LAcut^i c/ ctoc wc kv / 1 1 riuve /(/ // w/ii Wc oinev options ( empnasis 




25 


added). 




26 


31. On December 11, 201 1, Rovi presented Netflix with a revised non-exclusive 




27 


license proposal that Netflix deemed unsuitable. 




28 


32. In the past two years, Rovi has sued at least three different companies (including 
6 
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Toshiba, Hulu, and Sharp), alleging patent infringement of at least two of the Disputed Patents. 

33. The facts alleged herein show that a substantial controversy exists between Rovi 
and Netflix, parties having adverse legal interests, regarding the validity and alleged 
infringement of the Disputed Patents, and that this controversy is of sufficient immediacy and 
reality to warrant the issuance of declaratory judgment. 

VI. CLAIMS FOR RELIEF 
FIRST CLAIM FOR RELIEF 
(Declaratory Judgment of Non-Infringement of United States Patent No. 7,100,185) 

34. Netflix incorporates by reference Paragraphs 1 through 33, inclusive, as though 
Eully set forth in this Paragraph. 

35. Netflix has never infringed and is not currently infringing — whether directly or 
ndirectly, contributorily or by inducement, or literally or under the doctrine of equivalents — any 
/alid claim of the ' 1 85 patent. 

36. Netflix is informed and believes, based upon Defendant Rovi Corporation's prior 
hreats of patent infringement, on its own behalf and on behalf of its subsidiaries including (but 
lot limited to) Defendants Rovi Guides, Inc., Rovi Technologies, Corp., and United Video 
'roperties, Inc., targeting Netflix's video-streaming services, its coercive licensing practices, and 
ts allegations in its numerous lawsuits involving its patent portfolio, that the Defendants contend 
hat Netflix's making, using, offering to sell, or selling video-streaming services infringes one or 
riore claims of the ' 1 85 patent. 

37. Accordingly, an actual and justiciable controversy has arisen and exists between 
letflix and Rovi relating to the non-infringement of the ' 1 85 patent. Netflix seeks a judicial 
etermination and declaration of the respective rights and duties of the parties herein. Such a 
etermination and declaration is necessary and appropriate at this time to enable the parties to 
scertain their respective rights and duties. 

SECOND CLAIM FOR RELIEF 

(Declaratory Judgment of Invalidity of United States Patent No. 7,100,185) 
3 8. Netflix is informed and believes that the claims of the '185 patent arc invalid. In 
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view of the prior art, Defendant Rovi Corporation's assertions of what is claimed in the '185 
patent, statements made by applicants in the course of prosecuting the ' 1 85 patent, and basic 
deficiencies in the ' 1 85 patent, Netflix believes and thereon alleges that the ' 1 85 patent and its 
claims fail to satisfy one or more of the conditions and requirements for patentability set forth in 
Title 35, Part II, of the United States Code, including but not limited to 35 U.S.C. §§ 101, 102 ; 
103, and 1 12, and the rules, regulations, and law pertaining. Specifically, without limitation, the 
'185 patent is invalid under Sections 102 and/ or 103 as disclosed by or obvious in view of the 
prior art; the ' 1 85 patent as presented by the Defendants is invalid under Section 1 12 because its 
claims lack adequate support in the written description, are not adequately enabled by the 
disclosure of the ' 1 85 patent, and are indefinite in that a person of skill in the art would not 
onderstand the scope of what is claimed. 

39. Netflix is informed and believes, based upon Defendant Rovi Corporation' s prior 
hreats of patent infringement, on its own behalf and on behalf of its subsidiaries including (but 
lot limited to) Defendants Rovi Guides, Inc., Rovi Technologies, Corp., and United Video 
Properties, Inc., targeting Netflix's video streaming services, its coercive licensing practices, and 
ts allegations in its numerous lawsuits involving its patent portfolio, that the Defendants contend 
hat the claims of the ' 1 85 patent are valid and enforceable. 

40. Accordingly, an actual and justiciable controversy has arisen and exists between 
vTetflix and Rovi relating to the validity of the '185 patent. Netflix seeks a judicial determination 
ind declaration of the respective rights and duties of the parties herein. Such a determination 
ind declaration is necessary and appropriate at this time to enable the parties to ascertain their 
espective rights and duties. 

THIRD CLAIM FOR RELIEF 
(Declaratory Judgment of Non-Infringement of United States Patent No. 6,305,016) 

41 . Netflix incorporates by reference Paragraphs 1 through 33, inclusive, as though 
a lly set f orth in t his Par agraph. 



42. Netflix has never infringed and is not currently infringing — whether directly or 
idirectly, contributorily or by inducement, or literally or under the doctrine of equivalents -any 
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